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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 

Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 
sult the price list below. 

If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 = Bi fe 


Books will be shipped by cheapest method. 


Transportation is added to the above prices. 
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ALrocorn Mituina Co. v. Epaar-Morean Co. 
(282 Fed. Rep. 394) 


United States Circuit Court of Appeals, Eighth Circuit 


October 2, 1922 


Trape-MarKks—Unrair Competition—INFRINGEMENT—*“Happy” as A TRADE- 

Mark For Feeps—IncapaBie or Exxciusive Use. 

The word “Happy” is in its nature such as to be incapable of 
exclusive appropriation and use as a trade-name. Where, therefore, 
after the plaintiff had used the word as a trade-mark for a poultry 
feed, defendant began its use to distinguish its horse and mule feed, 
the former is not entitled to an injunction. 

Trape-Marks AND Unratr Competirion—Dismissat. 

In the case at issue, where there was no proof of deception or 
confusion among purchasers as to the origin of the respective goods, 
no unfair competition is shown. 


In equity. Suit for trade-mark infringement and unfair com- 
petition. 
Decree for complainant and defendant appeals. Reversed, 


with direction to dismiss. For opinion of lower court see 11 T. M. 
Rep. 95. 


Howard G. Cook, of St. Louis, Mo. (Cobbs & Logan, of St. 
Louis, Mo., on the brief), for appellant. 

Arthur E. Wallace, of Chicago, Ill. (Hezekiah Sanders, of 
St. Louis, Mo., on the brief), for appellee. 


Before Lewis, Circuit Judge, and Trigser and Pottock, Dis- 
trict Judges. 


Pottock, District Judge: This appeal challenges the right 


of appellee, as complainant below, to a decree restraining appel- 
lant, defendant below, from the manufacture and marketing of a 
domestic animal food product packed in jute bags, bearing the 
label ‘Happy Mule Horse and Mule Feed,’ with the picture of a 
mule underneath, together with the name “Alfocorn Company” 
quite prominently displayed thereon. 


The parties will be designated, for convenience, as in the court 
below. The grounds of complaint are: (1) The infringement of 
a common-law trade-mark; (2) unfair competition in business. 
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The facts are: In 1915 complainant commenced the manufac- 
ture of a domestic fowl feed under the name “Happy Hen Scratch 
Feed,’ packed in jute bags, and underneath the legend the picture 
of a scratching hen. Thereafter, in 1918, it began to manufacture 
and market other so-called “Happy Brands” of food, such as ““Hap- 
py Hog Feed,” “Happy Cow Feed,” “Happy Chick Feed,” ete. 
The “Happy Hen Scratch Feed” manufactured by complainant was 
extensively advertised, especially in the South, and large sales 
thereof made by complainant in the years 1916, 1917 and 1918. 
This feed was marketed in jute bags in which there was inscribed 
the legend “Happy.” In compliance with the local laws of many 
states the ‘Happy Hen Scratch Feed” manufactured by complain- 
ant, and its other feed products thereof produced, were registered. 
However, complainant did not make, sell, or market any of its 
“Happy Horse and Mule” products, or other of its “Happy Brand” 
of feeds, until the month of September, 1919, at which time it 
registered its formula, brands, and trade-mark for this and other 
brands not heretofore registered. Meanwhile defendant, in April, 
1918, commenced the manufacture and marketing of a domestic 
animal food product under the name “Happy Mule Horse and 
Mule Feed” in the manner above stated. At the trial there was a 
decree for complainant. Defendant appeals. 

An examination of the record discloses it was the view of the 
trial court, notwithstanding it was shown by the proofs the word 
“Happy,” long before its use by complainant, had been employed 
by others to designate a brand or make of cookies or cakes, canned 
meats, ete., yet, complainant having employed it in the manner 
stated in the manufacture and sale of its ““‘Happy Hen Feed,’ this 
was such an exclusive appropriation of the word and the manner 
of display, complainant might restrain defendant from using the 
same by its extension to other domestic food products, under the 
doctrine announced in Florence Mfg. Co. v. J. C. Dowd & Co., 
178 Fed. 73, 101 C. C. A. 565, and other cases. In this present 
case complainant was engaged merely in the production and sale 
of a chicken feed when defendant began its manufacture and sale 
of a horse and mule feed. The trial court held, solely because 
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complainant had used the words “Happy Hen’ to describe its 
chicken feed, and the defendant employed the term ‘““Happy Mule” 
to describe its horse and mule feed, almost two years thereafter, 
when complainant decided to begin the manufacture and sale of 
its horse and mule feed under the appellation “Happy,” defendant 
must desist from any further pursuit of its business and account 
to complainant for profits made. Obviously, such ruling can rest 
alone on one basis, namely, the right of complainant to the exclusive 
appropriation of its use to any and all kinds of domestic fowl and 
animal products which it now or at any further date shall manu- 
facture and sell under the name or appellation of the word “Happy.” 

We are of the opinion this word “Happy” is one of such 
nature as to be incapable of such exclusive appropriation and ex- 
tension by any one. The rule in such cases is very clearly stated 
by Mr. Justice Strong in Canal Co. v. Clark, 13 Wall. 311, 20 L. 


Ed. 581, in which it is said: 


“The trade-mark must, therefore, be distinctive in its original significa- 
tion, pointing to the origin of the article, or it must have become such by 
association. And there are two rules which are not to be overlooked. No 
one can claim protection for the exclusive use of a trade-mark or trade- 
name which would practically give him a monopoly in the sale of any goods 
other than those produced or made by himself. If he could, the public 
would be injured rather than protected, for competition would be de- 
stroyed. Nor can a generic name, or a name merely descriptive of an 
article of trade, of its qualities, ingredients, or characteristics, be employed 
as a trade-mark and the exclusive use of it be entitled to legal protection. 
As we said in the well-considered use of Amoskeag Manufacturing Com- 
pany v. Spear, ‘the owner of an original trade-mark has an undoubted 
right to be protected in the exclusive use of all the marks, forms, or sym- 
bols, that were appropriated as designating the true origin or ownership 
of the article or fabric to which they are affixed; but he has no right to the 
exclusive use of any words, letters, figures, or symbols which have no rela- 
tion to the origin or ownership of the goods, but are only meant to in- 
dicate their names or quality. He has no right to appropriate a sign or 
a symbol which, from the nature of the fact it is used to signify, others 
may employ with equal truth, and therefore have an equal right to employ 
for the same purpose.’’ 


As was said by Mr. Justice Field in Manufacturing Co. v. 
Trainer, 101 U. S. 51, 25 L. Ed. 993: 


“The limitations upon the use of devices as trade-marks are well de- 
fined. The object of the trade-mark is to indicate, either by its own meaning 
or by association, the origin or ownership of the article to which it is 
applied. If it did not, it would serve no useful purpose either to the 
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manufacturer or to tle public; it would afford no protection to either 
against the sale of a spurious in place of the genuine article. This object 
of the trade-mark and the consequent limitations upon its use are stated 
with great clearness in the case of Canal Company v. Clark, reported in the 
13 Wallace.” 


In Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 
665, 21 Sup. Ct. 270, 45 L. Ed. 365, Mr. Chief Justice Fuller, 
delivering the iliiien: for the court, said: 


“The term [trade-mark] has been in use from a very early date, and, 
generally speaking, means a distinctive mark of authenticity, through 
which the products of particular manufacturers or the vendible commodi- 
ties of particular merchants may be distinguished from those of others. 
It may consist in any symbol or in any form of words, but as its office 
is to point out distinctively the origin or ownership of the articles to which 
it is affixed, it follows that no sign or form of words can be appropriated 
as a valid trade-mark, which, from the nature of the fact conveyed by its 
primary meaning, others may employ with equal truth, and with equal 
right, for the same purpose. And the general rule is thoroughly estab- 
lished that words that do not in and of themselves indicate anything in 
the nature of origin, manufacture, or ownership, but are merely descriptive 
of the place where an article is manufactured or produced, cannot be 
monopolized as a trade-mark. Canal Company v. Clark, 13 Wall. 311; 
Brown Chemical Company v. Meyer, 139 U. S. 540; Columbia Mill Com- 
pany v. Alcorn, 150 U. S. 460, and cases cited.” 


In Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 
Fed. 657, 149 C. C. A. 77 [6 T. M. Rep. 537], Warrington, Circuit 
Judge, delivering the opinion for the Court of Appeals of the Fourth 
Circuit, says: 


“The doctrine of technical trade-mark is too well settled to justify 
an extended citation of the decisions which forbid the employment of 
essentially descriptive words to indicate the source of an article intended 
for sale in the market; and this for the manifest reason that the fact ex- 
pressed by the primary meaning of such words is a fact which others are 
entitled to express by the same words for the same purpose. Elgin Nat. 
Watch Co. vy. Illinois Watch Co., 179 U. S. 665, 673, 21 Sup. Ct. 270, 45 
L. Ed. 365; Standard Paint Co. v. Trinidad Asph. Co., 220 U. S. 446, 453, 
31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10]; Columbia Mill Co. v. 
Alcorn, 150 U. S. 460, 463, 14 Sup. Ct. 151, 37 L. Ed. 1144; Cellular Cloth- 
ing Co. v. Maxton & Murray [1899], A. C. 326, 333, 336, 339, 340; American 
Wash Board Co. v. Saginaw Mfg. Co., 103 Fed. 281, 282, 43 C. C. A. 233, 
OL. Rh. Ay Oe (6. Cc. AAS) are Scale Co. v. Standard Com- 
puting Scale Co., 118 Fed. at page yg 52 C. C. A. 459; Newcomer § Lewis 
v. Scriven Co., 168 Fed. 621, 625, 94 C. 77; DeVoe Snuff Co. v. Wolff, 


206 Fed. 420, 423, 124 C. C. A. 302 (C. r: A. 6) [S$ T. M. Rep. 483]; 
Trinidad Asph. Mfg. Co. v. Standard Paint Co., 163 Fed. 977, 90 C. C. A. 
195, affirmed in 220 U. S. 446, 31 Sup. Ct. 456, 55 L. 3 536 [1 ¥ M. Rep. 
10]; Marvel Co. v. Pearl, 133 Fed. 160, 162, 66 C. C. A. 226 (C. A. 2)s 
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Brennan v. Emery-Bird-Thayer Dry Goods Co., 108 Fed. 624, 627, 47 
C. C. A. 5382 (C. C. A. 8); William Wrigley, Jr., & Co. v. Grove Co., 183 
Fed. 99, 101, 105 C. C. A. 391 (C. C. A. 2); Duplex Metals Co v. Standard 
Underground Cable Co, (D. C.) 220 Fed. 989, 991 [5 T. M. Rep. 8].” 


It must, therefore, be held the word “Happy,” by complainant 


attempted to be exclusively appropriated as distinctive of its prod- 


ucts as a trade-mark or trade-name, is, in its very nature, such as 
to be incapable of such appropriation and extension to any and all 
domestic fowl and animal food products, as is attempted in this case. 

Coming now to the charge of unfair competition laid in the 
bill, it will suffice to say the proofs do not disclose any confusion 
of the domestic animal feed products manufactured by complainant 
with that of defendant. No deception of purchasers is shown. 
Nor did the trial court uphold this claim of unfair competition in 
business. 


It follows. the decree must be reversed, with directions to 


dismiss the bill of complaint for want of equity. 


Francois JoseEpH De Spoturno Cory v. Prestonerttres, Inc. 
United States Circuit Court of Appeals for the Second Circuit 
October 31, 1922 


Trape-Marks AND ‘TRADE-NAMES—INFRINGEMENT OF REGISTERED TRADE- 

Marxs—Diverst NATIONALITY OF Parties—J URISDICTION. 

Where, in an action for the infringement of trade-marks regis- 
tered in the United States Patent Office, plaintiff is a citizen of France, 
and defendant a citizen of the State of New York, and the amount of 
controversy is in excess of three thousand dollars, the case lies within 
the jurisdiction of a District Court of the United States. 

Trape-Marks AND Trape-Names—“L’OrIGAN” ror Face Powper—ReEFILuInG 

Unper Oricinat Laser—Ricut or MANUFACTURER TO ProrecTiION 

ApPpEAL—REVERSAL. 

Where plaintiff, a manufacturer of perfumes and face powders 
located in Paris, adopted and used as a trade-mark therefor the name 
“T/Origan,” and obtained for such preparation a wide sale and enviable 
reputation throughout the United States, he is entitled to be protected 
against the refilling by defendant of metal containers with a face 
powder compact containing “L’Origan” as a basis, and bearing plain- 
tiff’s name and trade-mark, particularly inasmuch as the manufacture 
of such goods requires a high degree of care and skill, and the use of 
metal containers injures the product. 
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SaME—SAME—REFILLING UNbDER THE NEw YorxK STATUTE. 
The act of refilling practiced by defendant is a criminal offense 


under the New York Statutes, but, since it was an actual interference 

with rights of a pecuniary nature, it rightly comes under the jurisdic 

tion of a court of equity. 

Action for trade-mark infringement. From a decision of thx 
United States District Court for the Southern District of New 
York denying a preliminary injunction, plaintiff appeals. For 
opinion of the lower court see 12 T. M. Rep. 279. 


Mock & Blum, of New York City, for plaintiff-appellant. 
I. Maurice Wormser and Isaac Reiss, both of New York City, 


for defendant-appellee. 
Before Rocers, Manton and Mayer, Circuit Judges. 


Rocers, Circuit Judge: This suit is brought for the infringe- 
ment of trade-marks, and a preliminary injunction as prayed for 
has been denied, although a limited restriction has been placed 
upon the defendant. 

The plaintiff is a citizen of the Republic of France and a 
resident of the City of Paris. Under Section 24 of the Judicial 
Code an alien can sue a citizen of the United States in a Federal 
Court. He must, however, sue in the district in which the citizen 
resides. The alienage of the plaintiff of itself gives jurisdiction 
to a court of the United States as against a citizen. Vidal v. South 
American Securities Co., 276 Fed. 855, 865. The defendant herein 
is however a citizen of the State of New York, being a corporation 
organized under the laws of New York and having its principal 
place of business in the Southern District of New York. And as 
the amount in controversy herein and the value thereof is alleged 
in the complaint to be in excess of the sum of three thousand 
dollars, exclusive of interest and costs, the District Court has 
jurisdiction on the ground that the suit is one between an alien and 
a citizen which, as we proceed, will be found to be a fact of im- 
portance as the defendant is alleged to have violated the statutes 
of the State of New York. 

There is an additional ground of jurisdiction, however, inas- 
much as it is claimed that the defendant has infringed the trade- 
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mark which the plaintiff has registered under the Trade-Mark Acts 


of Congress. The District Courts have jurisdiction in such cases. 


The plaintiff is and for a number of years has been engaged 


in manufacturing in France perfumes, toilet waters, face and sachet 
powders, lotions for skin and hair, and other toilet preparations. 
His office and principal place of business is in Suresnes, which is 
a suburb of Paris. Previous to and in the year 1909 he alleges 
that he was engaged in exporting to the United States the before- 
mentioned toilet preparations, and selling them in this country 
through a representative. In that year he alleges that he adopted 
the trade-mark and trade-name L’Origan to designate his various 
preparations and to identify them to the trade in the United States 
and elsewhere as being of his manufacture. And in that year and 
continuously since that time he has exported to and sold in this 
country, both in interstate and intrastate commerce, his aforesaid 
preparations packed in cartons, or bottles or boxes, with labels upon 
which the said trade-mark L’Origan was prominently placed to 
identify the goods as being of his manufacture. Large quantities 
of his preparations are alleged to have been sold in the United 
States and a very large and valuable good-will was built up in this 
country in connection with this trade-mark L’Origan as designating 
to the public the plaintiff's products, which have attained a very 
high reputation because of his skill and the excellence of the ingre- 
dients used. Indeed, since 1905, his preparations have been sold 
throughout the principal countries of the world, and he has come 
to be recognized throughout the world as one of the leading man- 
ufacturers of perfumes. His business in the United States has 
steadily increased and in the year 1920 the sale of his products in 
this country amounted to more than $1,000,000 and in 1921 they 
amounted to more than $3,000,000. Prior to the bringing of this 
suit it is alleged that he has sold more than $7,000,000 worth of 
his products in the United States. 

It is alleged that on October 27, 1920, the plaintiff filed an 
application in the United States Patent Office to register the trade- 
mark L’Origan for the preparations before mentioned. And on 


September 27, 1921, a certificate of registration No. 146,974 was 








408 TWELVE TRADE-MARK REPORTER 


issued and is still in force, and the plaintiff it is alleged always 
has been and now is the sole and exclusive owner thereof. 

It is also alleged that from the commencement of his business 
in 1905 up to the present time the plaintiff has always caused 
his surname Coty to be prominently affixed to each and every con- 
tainer of his product that has been sold by him so that since 1905 
his trade-mark has been “Coty” and that so far as he knows and 
he verily believes he has been the only person to use the name 
“Coty,” throughout the world as a trade-mark for perfumes and 
toilet preparations. 

And it is alleged that on October 7, 1920, the plaintiff, 
according to the provisions of the Act of March, 1920, filed in 
the United States Patent Office an application for the registration 
of the trade-mark “Coty” for his toilet preparations, and that 
upon October 4, 1921, such registration was granted and certificate 
No. 147,206 was issued to him, and that he has at all times since 
been the sole owner thereof and all the business and good-will 
connected therewith. 

The complaint alleges that in addition to the great care and 
skill which plaintiff has exercised in producing the before-mentioned 
products designated by the trade-mark L’Origan that he always 
has been and now is very careful in exercising the best of skill 
in so packing his products and in particular the face powder so 
that they shall retain their original desirable qualities; that in 
particular in packing and marketing the face powder, including 
compacts thereof, which is and for many years has been a well- 
known toilet article, plaintiff always has been and now is ex- 
ceedingly careful to pack said compacts tightly sealed in a con- 
tainer free from all metallic ingredients. Such container has always 
been made of cardboard or metal lined with cardboard. 

The complaint also alleges that notwithstanding the fact that 
plaintiff has never given any permission to any person whatever 
to repack his products, the defendant subsequent to September 27, 
1921, and previous to the filing of the complaint, has offered for 
sale and has sold in the Southern District of New York and else- 


where in the United States, metal containers containing a compact 





7 











FRANCOIS JOSEPH DE SPOTURNO COTY V. PRESTONETTES, INC. 409 


of face powder. That the compacts so sold by defendant were 
not manufactured by the plaintiff, but were manufactured by the 
defendant or caused to be manufactured by it. That the manu- 
facture of such compacts involves not only the use of face powder 
as an ingredient thereof, but also of certain ingredients to act as 
binders and that the manufacture of a proper compact requires 
skill and attention so as to make the compact of sufficient coherence 
and at the same time not render it too hard. The label upon the 
containers used by defendant has in large and prominent type the 
words “Coty’s L’Origan Face Powder” and the cover thereof also 
clearly has the words “Coty’s L’Origan” thereon. That in addi- 
tion the defendant has bottled and offered for sale and has sold in 
the Southern District of New York and elsewhere in the United 
States bottles of perfume upon which said bottles appear the words 
“Coty’s L’Origan.” That these bottles had not been filled by the 
plaintiff or with his consent and authority and that the defendant 
never has had any right or authority to cause any labels to be 
made upon which the words “Coty’s L’Origan” appear. 

It is alleged that the effect of the sale by defendant of the 
before-mentioned compacts of face powder contained in the said 
metal containers has been to deceive the trade and public in that 
the trade and the public have thought and will think that this is 
a new package put out by the plaintiff and because the prominent 
and distinguishing feature of the said label is the use of plaintiff's 
name and trade-mark L’Origan; that the trade and public have 
been deceived into the belief that the compacts sold by defendant 
as above mentioned were the genuine compacts manufactured by 
the plaintiff, whereas the contrary is the case. That the effect of the 
bottling by the said defendant of perfume under the name ‘Coty’s 
L’Origan” has been to cause the public to think that this perfume 
has been bottled and offered for sale by the plaintiff or with his 
authority whereby the plaintiff against his will has been made 
responsible for any lack of care or cleanliness in handling or 
bottling the perfume. That to bottle perfume requires care and 
cleanliness so that the volatile ingredients of the perfume will not 


evaporate, thus injuring its quality and that the perfume shall be 
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maintained in a perfectly clean and sanitary condition, as it is 
often applied to the skin of the person using it. 

It is alleged that the packing of a compact of face powder 
in a metal container injures the perfume added thereto and which 
is the main cause of the sale thereof in that said perfume contains 
a number of ingredients which are easily destroyed or altered so 
that the valuable properties of the perfume are injured. Plaintiff 
and the trade in general have always refrained from packaging 
high-class toilet powders containing high-class perfume in metal 
containers and the result of the acts complained of has been to in- 
jure the plaintiff's reputation connected with the said L’Origan 
face powder and will continue to injure its reputation in the future. 

The plaintiff's products have been chiefly known to the trade 
and public by his trade-mark ‘Coty,’ which is an uncommon name 
in the United States, and in the telephone directory of the City 
of New York there is no other person by that name. The plaintiff 
complains of the use of the trade-mark “Coty” and of the trade- 
mark “L’Origan”’ or “Coty’s L’Origan” on the containers or bottles 
with products placed therein by defendant and not by the plaintiff. 

The plaintiff states and restates several times in his complaint 
that in the preparation and bottling of his perfumes and in prep- 
aration of his powders and compacts he employs great care and skill. 

The affidavits presented to the court below upon the applica- 
tion for the temporary injunction showed that the bottles and 
packages in which the defendant rebottled and repacked the plain- 
tiff’s products and placed them on the market produced the impres- 
sion that they contained a product “made, packed and put out’ by 
Coty and that defendant’s name in connection therewith was that 
of the importer. 

The affidavits also showed that great skill and care are needed 
in the preparation and bottling of perfumes and in the preparation 
of powders and compacts. 


The following excerpt is from one having no interest in this 
litigation and who had never had any connection in any way with 
the plaintiff. It relates to the making and packing of compacts, 
and is amply sustained by other affidavits in the case: 
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‘I consider it a sensible precaution and one which any perfumer is 
well justified in taking, to pack an article like a perfumed compact of 
face powder in such a manner that it will not come directly in contact with 
the walls of a metal container. This is because such metal containers are 
usually finished off with a lacquer of some kind. This had an odor of its 
own. 

“I have had considerable experience in manufacturing compacts or 
face powder like that of Coty’s L’Origan, for example, and I wish to state 
that it requires considerable care and skill to make up a good compact. 
The binding material must be well chosen and of first-class quality and 
the manufacture must be carried out with great care and supervision so 
that the compact shall not be too crumbly and not be too hard. In other 
words, even if a good face powder is chosen as the original ingredient of 
a compact, it is quite impossible to make a very good compact if the 
binding material chosen is of poor quality or if the manufacturing process 
is not carried out under skilled and careful supervision.” 


Another affidavit states that “It is very deleterious to repack 
a face powder perfume with a delicate odor into a compact as in 
every such operation a part of the original perfume is lost.’ And 
it appears that the plaintiff has at all times objected to any re- 


packing of his face powders, either in the loose form or as manu- 


factured into a compact save under his personal supervision in his 
French establishment. 


The defendant puts the compact he places on the market with 


Coty’s name affixed to it into a metal box. And in one of the affida- 
vits it is said: 


“The plaintiff would never think of packing a face powder or compact 
in a metal box where the delicate perfume which the powder or compact 
contains can come in contact with metal walls and this is not considered 
to be good practice by producers of perfumes and toilet preparations.” 


In another of the affidavits it is said: 


“The plaintiff * * * has always refused to pack perfumed face powder 
either in the loose form, or in the compact form, in metal boxes, unless 
lined with cardboard, etc., because this injured the perfume and the pack- 
ing adopted by defendant is adapted to injure whatever perfume is con- 
tained in its compacts and injure plaintiff's reputation irreparably. 

“The manufacture of a compact requires not only the use of a binder, 
but skill and care in the manufacturing process so as to prevent the 
escape of the volatile ingredients of the perfume, and the product of a 
clean, sanitary article, which shall have proper coherence, but shall not be 
so hard as to prevent the removal of the powder by means of the puff. The 
sale by defendant of a compact under the plaintiff's trade-mark, with the 
use of ingredients and manufacturing methods over which plaintiff has no 
control, would cause irreparable injury.” 
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It also appears that it is not an unusual thing for dealers who 
have purchased the defendant’s compacts with the name Coty 
upon them to return them to the plaintiff thinking they were his 
products with the statement “we cannot use” them. 

The court below in its order provided that upon the plaintiff 
filing a bond in the sum of one thousand dollars an injunction 
should issue restraining the defendant and all persons acting through 
and under it or in privity therewith from using 


“‘Coty’ or any deceptive simulation thereof, or ‘L’Origan’ or any de- 
ceptive simulation thereof, and in particular from using ‘Origan’ save to 
resell the unaltered articles sold by the plaintiff herein in the identical con- 
tainers or bottles in which said articles have been packed or rebottled by 
said plaintiff, save that the defendant may use the following statement 
to designate the unaltered perfumes sold by plaintiff if independently 
rebottled by defendant, said statement to appear only on labels securely 
affixed to defendant’s bottles and containers: 

““*Prestonettes, Inc., not connected with Coty, states that the 
contents are Coty’s—(giving the name of the article) independently 
rebottled in New York.’ 

Every word of said statement to be in letters of the same size, color, type 
and general distinctiveness. 

“And that if the defendant makes and sells compacts of face powder 
from the genuine loose powder of plaintiff, it may designate such compacts 
by the following statement, said statement to appear only on labels securely 
affixed to defendant’s containers: 

“*Prestonettes, Inc., not connected with Coty, states that the com- 
pact of face powder herein was independently compounded by it from 
Coty’s—(giving the name) loose powder and its own binder. Loose 
powder per cent., Binder —— per cent.’ 

Every word of said statement to be in letters of the same size, color, type 
and general distinctiveness. 

“And that the advertising, circulars, placards, documents in general 
and oral statements used by defendant and the before-mentioned other 
persons to sell or offer for sale the articles identified by the before-men- 
tioned labels shall conform to the requirements specified for such labels.” 





And from this order the plaintiff has appealed to this court. 
The assignments of error upon which appellant relies are the 


following: 


“1. That the Court erred in not enjoining the defendant from rebot- 
tling the perfumes of the plaintiff and selling them with the use of his 
trade-mark ‘Coty’ and ‘L’Origan.’ 

“2. That the Court erred in not enjoining the defendant from manu- 
facturing compacts of face powder from the plaintiff's powder and selling 
such compacts with the use of the trade-marks ‘Coty’ and ‘L’Origan.’ 

“3. That the Court erred in permitting the defendant to make any 
use whatever of the plaintiff's trade-marks ‘Coty’ and ‘L’Origan’ save to 
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resell the identical articles produced by the plaintiff, and in the identical 
containers or packages of the plaintiff. 

“4. That the Court erred in not granting to the plaintiff the full 
relief prayed for which was that injunctions be issued against the de- 
fendant enjoining it from making or causing to be made or selling or 
causing to be sold or offering for sale or causing to be offered for sale 
any perfumes, toilet preparations or powders with the use of the trade- 
mark ‘Coty’ or the trade-mark ‘L’Origan’ save original packages purchased 
from plaintiff and designated by him with the said trade-marks, and also en- 


joining it from infringing upon the said trade-marks in any manner 
whatsoever.” 


There is no doubt, of course, that the defendant after purchas- 
ing L’Origan face powders and perfumes from the complainant 
was entitled to sell them in the original packages. The plaintiff 
does not question the defendant’s right to do that, and it is not 
involved in this case. But this appeal raises two very different 


questions, which may be stated as follows: 


“First. Can the name and trade-mark of a manufacturer of a deli- 
cate, volatile product, like a perfume, be used without his consent, to 
sell his rebottled perfume, provided the one who thus rebottles and sells 
places upon each bottle sold a label bearing his own name and announcing 
that he is not connected with the original manufacturer of the product but 
that the contents are those of the original manufacturer but independently 
rebottled by the one whose name the label bears. 

“Seconp. Can the name and trade-mark of a manufacturer of a toilet 
preparation containing a delicate and volatile perfume, like a face powder 
compact, be used without his consent to sell an independently manufac- 
tured compact, provided the independent manufacturer puts upon each 
container sold a label containing his own name and stating that he is not 
connected with the original manufacturer and that his compact was in- 
dependently compounded by him from the compound of the original manu- 
facturer, together with his own binder and stating the percentage of each.” 


If these questions are to be answered in the affirmative the 
order below must be affirmed, but if otherwise it must be modified 
as prayed for by the appellant, and he is entitled to an absolute 
injunction. We answer the questions in the negative. 

In Coca-Cola Company v. Bennett, 238 Fed. 513 [7 T. M. 
Rep. 159], the Circuit Court of Appeals in the Eighth Circuit 


unanimously decided that when a manufacturer of an article of 


food or drink sells it in bulk and also puts it up in bottles bearing 


a distinctive trade-mark the purchaser of the article in bulk cannot 
legally bottle it and affix the manufacturer's label to the bottle, 
reversing the District Court which had held a trade-mark not in- 
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fringed by its use on the very article for which it was designed. 
In the Coca-Cola case the defendant purchased the genuine Coca- 
Cola syrup, mixed it with carbonated water, put it up in bottles, 
and sold it as a Coca-Cola beverage, using the trade-mark “Coca- 
Cola” on the bottled product. In changing the syrup into a beverage 
by the use of carbonated water the defendant claimed it did so in 
the same manner in which the plaintiff authorized those to do to 
whom it gave by contract the right to convert the syrup into a bev- 
erage and to bottle and sell the same for beverage purposes. The 
court said: 


“It is true that the defendants might sell the bottling syrup which 
they buy under the appellant’s trade-mark; but, since they change the 
syrup into a beverage without the permission and authority of appellant, 
they have no right to sell the same under appellant’s trade-mark. The 
argument advanced is also faulty, as it would permit persons other than 
the owner of the trade-mark to control its use.” It added that “The law 
seems to be settled that when a manufacturer of an article of food or 
drink sells it in bulk, and also puts it up in bottles, the latter bearing a 
distinctive trade-mark, a purchaser of the article in bulk will be guilty of 
unfair competition and be enjoined from bottling and affixing the manu- 
facturer’s distinctive label upon the goods bottled by him. Coca-Cola Co. 
v. J. G. Butler & Sons (D. C.), 229 Fed. 224 [6 T. M. Rep. 206]; Krauss v. 
Peebles Co. (C. C.) 58 Fed. 585, 592; People v. Luhre, 195 N. Y. 377, 89 
N. E. 171, 25 L. R. A. (N. S.) 473; Hennesy v. White, Cox, Manual of 
Trade-Marks, secs. 910, 759, and authorities there cited. One of the reasons 
given for this rule is that: 

“*Unless the manufacturer can control the bottling, he cannot guar- 
antee that it is the genuine article prepared by him.’ 

“And as said by Judge Triever in Coca-Cola Co. v. J. G. Butler § 
Sons, supra): 

“*To this may be added that he cannot tell whether it is bottled in so 
careful a manner as is essential to the preservation of the article and the 
maintenance of its good reputation.’ ” 


A similar question to that in Coca-Cola Co. v. Bennett had 
arisen previously in Coca-Cola Co. v. J. G. Butler & Sons, supra, 
which was in the District Court for the Western District of Ar- 
kansas. In this case the plaintiff was granted an injunction. 

Charles E. Hires v. Xepapas, 180 Fed. 952, was almost iden- 
tical in its facts with those in the Coca-Cola cases, and the Circuit 
Court for the District of South Carolina granted an injunction. 


The complainant in that case was the manufacturer of two prep- 
arations used for making root beer. One was prepared in syrup 


form, ready to be prepared as a beverage by the simple addition 
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of carbonated water. The other preparation was an extract in- 
tended to be prepared as a beverage by the addition of sugar and 
water and fermented with yeast. The beverage so prepared was 
called “Hires” or “Hire’s Root Beer.” The defendant purchased 
the extract made by complainant Hires and made a beverage there- 
from by the addition of simple syrup and carbonated water, but 
did not ferment it with yeast. He sold it as Hire’s Root Beer. 
The District Judge held that the defendant violated the com- 
plainant’s trade-name rights in the word “Hires.”’ 

The case of Ingersoll v. Doyle, 247 Fed. 620 [8 T. M. Rep. 
183], decided by Circuit Judge Dodge in the District Court of 
Massachusetts is of interest in the matter now under consideration. 
In that case the defendants were absolutely enjoined from using 
the word “Ingersoll” in any manner in connection with genuine 
“Ingersoll” watches where the only change the defendants had made 
was to remove the dials from the “Ingersoll” watches and replace 
them with luminous dials of their own. The court held that “An 
Ingersoll watch of either grade, after the defendants’ additions 
thereto or alterations therein have been made, is no longer what 
its makers offer to the public as a guaranteed Ingersoll watch; 
it has become a new construction.” In that case the defendants 
asked that if an injunction should be granted it be qualified by 
adding: 

“Unless the defendants impress upon the dial of any such watch words 


plainly legible and plainly indicating that said watch has been altered 
and the particulars in which it has been altered by the defendants.” 


The court refused to grant the defendants’ request and said: 


“As to the first request, if, as I think, the defendants violate the plain- 
tiff’s exclusive rights when they market their altered watches as Ingersoll 
watches without indicating the fact of alteration thereon, they would still 
be violating the plaintiff's exclusive rights if they marketed such watches 
as Ingersoll watches, watches not such in their entirety, but new construc- 
tions. The defendants do not stand as if they had rights of their own 
to market other watches as Ingersoll watches, and were bound only to dis- 
tinguish their product from the plaintiff's.” 


Counsel for the defendant has called our attention to Russia 
Cement Co. v. Franenhar, 133 Fed. 518, decided by this court in 
1904. The complainant in that case manufactured glue of different 
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grades which it sold under the trade-name of “Le Page.” The 
defendants purchased certain of such glue in bulk, and bottled 
and sold it under the name of “Le Page’s Glue” with a statement 
that it was manufactured by complainant and bottled by defendants. 
An injunction was refused. But in that case it appeared that at 
the time the defendants bought the glue from the complainant they 
informed it that they purchased for the express purpose of bottling 
it. The glue was put into bottles with labels bearing no similarity 
to those of the complainant. The labels read “LePage’s Fish 
Glue, manufactured by Russia Cement Company, Gloucester, Mass. 
Bottled by Columbia Wax Works, New York.’”’ This court said 
that “In these circumstances we are unable to discover any ground 
on which complainant is entitled to the interposition of a court of 
equity on its behalf.” But that case is plainly distinguishable 
from this in its facts. The court held that the plaintiff could not 
complain because defendant used the trade-name on its inferior 
grade of glue inasmuch as the plaintiff itself did exactly the same 
thing so that there was no fraud upon the public. However, in 
cases of this nature each case must be decided according to its par- 
ticular circumstances. The product involved in the Russia Cement 
Company case was glue, a staple product whose quality could not 
be affected by careless handling and rebottling. In the case now 
before the court the plaintiff's product was a delicate volatile product 
intended for personal use and was one that could be easily ruined 
by improper handling and bottling, and the powder preparations 
were such that their quality could be easily impaired by packing 
them in improper containers. 

The case of Apollinaris Co. v. Scherer, 27 Fed. 18, held that 
where the defendant had purchased water known as Hunyadi Janos 
and then had himself bottled it in bottles containing the same label 
as that used by the one who originally bottled it, an injunction would 
not be granted, the court declaring that as the defendant was sell- 
ing the genuine water the trade-mark was not infringed. In that 
case, unlike the case now before the court, there was no evidence 
to show that in rebottling there was any danger of impairing the 
value of the water, or any necessity for the use of great care or skill. 
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The case is in its circumstances therefore clearly distinguishable 
from the one now before us. 

In Fred Gretsch Mfg. Co. v. Schoening, 238 Fed. 780 [7 T. M. 
Rep. 1], the complainant had purchased in Germany a package 
of violin strings manufactured in that country by C. A. Mueller, 
the strings being identified by the trade-mark “Eternelle.” The 
defendant had the exclusive agency for the sale of Mueller’s strings 


in the United States and had, with Mueller’s consent, registered 
the trade-mark ‘“‘Eternelle” in the United States. The only ques- 
tion was as to the right of Schoening to import into the United 
States and sell here the violin strings under the trade-mark “Eter- 
nelle.” The court simply held that as the goods imported were 
the genuine goods made by Mueller the importer could sell them 
under Mueller’s trade-mark. No question of replacing the goods 
was involved. 

In A. Bourjois §& Co., Inc. v. Katzel, 275 Fed. 539 [11 T. M. 
Rep. 2117], the plaintiff, a New York corporation, imported in 
bulk a face powder manufactured in France by a French firm and 
sold there under the trade-mark Java. The defendant conducted 
a retail pharmacy in New York City and bought in France of the 
manufacturer the same genuine face powder, brought it to New 
York in the original boxes and sold it in the same boxes. The 
New York corporation had bought the business and good-will in 
the United States of the French firm. The plaintiff repacked in 
New York the powder which it imported. The plaintiff sold its 
powder under the name of Poudre Java and put on the bottom 
of its boxes ‘““Made in France. Packed in the U.S. A. by A. Bour- 
jois & Co., Inc., of N. Y., Suce’rs in the U. S. to A. Bourjois & Cie 
E. Wertheimer & Cie.” The defendant sold the powder under 
the name “Poudre de Riz de Java,” which was the name by which 
the plaintiff called its powder prior to 1916, when it abandoned 
that name for that of Poudre Java. But as it appears from the 
opinion below, 274 Fed. 856, 858, that the box or package in which 
defendant sold its powder was the box in which the powder was 
sold in France the question of repacking was not involved. The 
right of the original manufacturer to be protected against the re- 
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packing of a face powder and the dangers incident thereto was 
not presented or argued. All that this court decided was that as 
the goods were the genuine goods covered by the trade-mark the 
rights of the owner of the trade-mark had not been infringed. The 
case is, therefore, plainly distinguishable from the instant case. 
When a manufacturer sells an article identified by his name 
he gives no implied permission to anybody to do anything to that 
article which may change or injure its quality and still identify 
it by his name, and any such act is a trespass which alone is a 
sufficient foundation for an injunction. If the plaintiff must allow 
anybody who buys his perfumes in the original bottles or containers 
in which he has put them with his label upon them to rebottle them 
or place them in different containers and sell them as the plaintiff's 
product it is evident that he is at everybody’s mercy and to protect 
himself would be under the necessity of employing a staff of de- 
tectives and chemists to prevent persons, over whom he is without 
authority and without right of supervision, from injuring and adul- 
terating the products with which his name is coupled. That irrep- 
arable injury might result from permitting the defendant, and if 
the defendant then others, to do what he has done and is doing, 
is we think plainly evident. The protection of the product in 
the original bottle and in the original package is of vital importance 
in such a case as this. The proper bottling of a perfume is essential 
to retaining its quality. If, through carelessness or ignorance, or 
economy, the rebottling is not according to the plaintiff’s standards, 
or some unscrupulous person should adulterate the perfume, irrep- 
arable injury to the reputation of the plaintiff's product would 
result. In the same way the value of a face powder or other 
toilet preparation may be seriously impaired by the use of im- 
proper containers or by using unsuitable ingredients for binders. 
It was said in 195 N. Y. 385 that “If milk is sold in bottles under 
a label stating that it is the product of a dairy well known to be 
reliable, and that it was placed in those bottles by the proprietor 
of the dairy, the public have the right to buy on the strength of 
the label and to invoke the protection of the law in making the 
purchase. The assurance that it was so bottled adds to the value 
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of the milk, for if true, it excludes the possibility of substitution 
and fraud. The bottling is a material fact, for if done by the 
owner of the trade-mark it guarantees the quality of the article 
and furnishes the purchaser with the means of distinguishing it from 
any other.” All this is applicable to the case under consideration. 
The plaintiff's name upon the original bottles of his perfume and 
upon the original packages of his toilet powders is a guarantee 
of quality and a means of distinguishing them from any other. 
Neither the plaintiff nor would-be purchasers of his can be ade- 
quately protected if any dealer can take them out of the container 
and rebottle or repack them in a different container and sell them 
as the plaintiff's product. To hold otherwise is to open the door 
to imposition and fraud, and to practices difficult to detect and it 
would impair seriously the value of the trade-mark. 

The courts have not authoritatively and finally determined 
whether a trade-mark is to be primarily regarded as protecting 
the trade-mark owner’s business or as protecting the public against 
imposition by its unauthorized and improper use. But we venture 
to think that while the purpose of the Trade-Mark Act is twofold 
the primary purpose is the protection of the trade-mark owner's 
business. If the sole purpose of the act be the protection of the 
public that certainly cannot constitute a sound reason for affording 
a private remedy. Fraud upon the public cannot be the ground 
of private action or suit. Leather Cloth Co. v. American Leather 
Cloth Co., 4 DeG. J. & S. 137, 141, aff. in 11 H. L. Cas. 523; 
Webster v. Webster, 3 Swans. 490, note; Schneider v. Williams, 
14. N. J. Eq. 391. But whatever difference of opinion may have 
existed on this subject we think the trade-mark acts operate and 
are intended to operate for the protection of the business of the 
owner of the trade-mark and also for the protection of the public 
against imposition and fraud. And in order that this intent of the 
acts may be given its fullest effect we think the plaintiff herein is 
entitled to the injunction which he seeks. He is the manufacturer 
of what is described as a delicate, volatile product which it is shown 
can be ruined by improper handling and bottling, and can be easily 
adulterated. To permit the plaintiff's name and trade-mark to be 
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used on other than his original packages should be forbidden, as 
the value of his name and trade-mark would be endangered through 
the deterioration of his product due to the action of unauthorized 
and unsupervised persons in changing the perfumes from the re- 
ceptacles in which they were originally placed into others which 
may be wholly unfit even though the perfumes remain unadulterated. 

Before concluding this opinion we deem it proper to refer 
to another phase of this case. The complaint alleges as an addi- 
tional ground of jurisdiction the violation by the defendant of a 
statute of the State of New York. And it appears that Section 
2354 of the Penal Law of New York, subsection 6 contains a pro- 
vision upon which the plaintiff relies. It is to be found in the 
margin. 

Section 2354 of the Penal Law of the State of New York, 
subsection 6, states that a person commits a misdemeanor who: 
“Knowingly sells, offers or exposes for sale, any goods which are 
represented in any manner, by word or deed, to be the manufacture, 
packing, bottling, boxing or product of any person, firm or cor- 
poration, other than himself, unless such goods are contained in 
the original package, box or bottle and under the labels, marks or 
names placed thereon by the manufacturer who is entitled to use 
such marks, names, brands, or trade-marks.” 

The section referred to was before the New York Court of 
Appeals in People v. Luhrs, 195 N. Y. 377. That court declared 
that the intention of the legislature in enacting the statute was 
“to thoroughly protect both the public and the owner from the 
furtive use of trade-marks in any way,’ and it held that the statute 
prohibited the sale of goods represented to have been made by the 
owner of a trade-mark, except as contained in the original package 
and as put up by him under his label. It said that the protection 


extends “‘to the bottling of a liquid, for instance, as well as the 
making thereof,” and that “The trade-mark and label guarantees 
that the whisky in the bottle has not only been manufactured by the 
Wilson Distilling Company, but that the contents of the bottle have 
been placed in that identical bottle by the said company.’ The 
court declared that ‘“‘in buying a bottle with a trade-mark thereon 
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the purchaser does not acquire the right to use the trade-mark 
except to sell the original contents of the bottle. He cannot law- 
fully use the trade-mark to sell whisky of any kind bottled by 
himself. He cannot say as he does in effect when he sells from a 
bottle bearing the Wilson label, ‘This is Wilson whisky, put in 
this bottle by the Wilson Company.’ He can still use the whisky 
or sell it, but he cannot sell it as Wilson whisky placed by the 
Wilson Company in the bottle exhibited at the time of the sale, for 
that would open the door to a kind of fraud that is easy to practice, 
difficult to detect and dangerous in result. To so hold would tend 
to undermine the law of trade-marks, for the original package 
might be filled repeatedly with spurious goods, with no probable 
chance to discover the fraud.” 

It was claimed in that case that as there was no proof that 
the article sold was not Wilson whisky the crime was not proved. 
But both the Appellate Division and the Court of Appeals thought 
it immaterial whether the rebottled whisky was Wilson whisky or 
not. In the opinion in the court below Judge Clarke said that 
“In this age of bottled and canned goods the assurance to the public 
that the goods asked for and received have been packed by the 
manufacturer is as important as that they have been manufactured 
by him. This assurance is given by the marks and labels.” If the 
intention was to protect the right of the trade-mark owner as well 
as the public, as the New York courts have said, then the statute 
must have created by implication at least the right which it seeks 
to protect—if that right was previously non-existent, and the right 
so created is plainly a property right. 

To entitle a plaintiff to an injunction he must show the exist- 
ence of a civil right and that the acts of which he complains and 
which he seeks to restrain constitute a violation thereof. In law 
one has a “right” to whatever he may lawfully claim. That with 
which the law invests a person and in respect to which, for his 
benefit another is required by the law to do or to abstain from 
doing is in legal contemplation a right in the person so invested. 
And as was said in McDonald v. Bayard Savings Bank, 123 Iowa 


413, “right” and obligation are correlative terms. And the provi- 
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sion of the New York statute above referred to in imposing 
an obligation to abstain from rebottling another’s product and using 
thereon the original trade-mark impliedly creates in the owner 
of the trade-mark, for whose benefit in part we have seen the 
statute enacted, a right which the latter is entitled to protect by 
means of such remedies as the law affords. 

It may be said that this is a criminal statute and that the 
jurisdiction of equity does not enjoin the commission of crimes. 
If so, the answer is found in the language of the Supreme Court 
in In re Debs, 158 U. S. 564, 593, where, in replying to the objec- 
tion that it is outside the jurisdiction of equity to enjoin the com- 
mission of crimes, that court replied: “This, as a general propo- 
sition, is unquestioned. A chancellor has no criminal jurisdiction. 
Something more than the threatened commission of an offense against 
the laws of the land is necessary to call into exercise the injunctive 
powers of the court. There must be some interferences, actual or 
threatened, with property or rights of a pecuniary nature, but when 
such interferences appear the jurisdiction of a court of equity 
arises, and is not destroyed by the fact that they are accompanied 
by or are themselves violations of the criminal law.” In the instant 
case the injunction should issue not because the defendant is com- 
mitting a criminal offense under the New York law, but because 
what it is doing is an actual interference “with property or rights 
of a pecuniary nature” which are recognized and protected under 
the law of New York. In the instant case the acts of the defendant 
were committed in the State of New York and the defendant is a 
New York corporation. 

In B. V. D. Co. v. Kommel [3 T. M. Rep. 89], the District 
Court for the Southern District of New York issued an injunction 
restraining the defendants from selling the plaintiff's goods except 
in original packages without obliterating identifying trade-marks. 
The injunction was not issued upon general equitable principles, but 
on the ground that the defendants had violated the statute of the 
State of New York. The case was appealed to this court where it 


was reversed, not because of error in holding that an injunction 
could issue because of a violation of the New York statute, but be- 
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cause this court thought that the acts complained of were insufh- 
ciently proven. The case in this court is reported in 200 Fed. 559. 

If the defendant cannot under the New York statute sell 
the plaintiff's goods represented to have been made by the owner 
of a trade-mark except as contained in the original package and 
as put up under his label (the original manufacturer’s label), then 
the defendant in what it did clearly violated the statute and was 
entitled to an injunction. 

This brings up the question whether the form of the order 
which the court below has entered sufficiently recognizes and pro- 
tects the plaintiff’s rights under the New York statute. That order 
permits the defendant, without the plaintiff's consent, to rebottle 
the plaintiff's perfumes and sell them under a label which it puts 
upon them stating “‘that the contents are Coty’s independently 
rebottled in New York” and enables defendant to sell the compact 
face powder under a label which he places upon the container 
stating that the powder was independently compounded by it from 
Coty’s loose powder and its own binder, giving the per cent. of 
each. But this, as it seems to us, enables the defendant to sell as 
Coty’s a product without the assurance which comes from Coty’s 
own marks and labels. It does not afford either to Coty or to 
the public the protection which the statute requires, namely, the 
assurance of Coty himself. 

If the plaintiff’s right to an injunction restraining the de- 
fendant from selling the plaintiff's products as Coty’s except in 
the identical containers or packages in which the plaintiff placed 
them depends exclusively upon the New York statute, the injunc- 
tion cannot be unlimited in its terms, but must be restricted to acts 
done by the defendant within the State of New York. A right 
called into existence by a state statute cannot be violated by acts 
whoily done outside the state which passed the law. Rehbein v. 
Weaver, 183 Fed. 607. But for reasons stated in the earlier part 
of this opinion we do not think the plaintiff’s right rests alone upon 
the New York statute, but this right rests upon the general prin- 
ciples of the law of trade-marks. The Trade-Mark Act should 


be so construed as to afford full and not partial protection to the 
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business of the owner of the trade-mark and should be conducive 
to fair and honest business methods. 


“That there may be no misapprehension as to this decision we think 
it desirable to say that we have not overlooked the fact that it is not 
charged ‘in the complaint nor stated in any of the affidavits presented that 
the defendant in doing the acts complained of in any way lacked or failed 
to exercise in the rebottling of the plaintiff's perfume the proper skill 
necessary to preserve the perfect quality of the plaintiff's product. If 
we assume that the defendant handles the plaintiff's product without in 
any way injuring its qualities, we think the injunction should issue on the 
ground that the defendant has no right to use the plaintiff's name without 
his consent on the particular products which the defendant rebottles or 
repacks, because the defendant has no right to put upon the plaintiff the 
burden of safeguarding the quality of his products, which such a situation 
would impose upon the plaintiff, compelling him to keep a constant watch 
upon the defendant’s conduct and the conduct of others who might choose 
to act in a similar way.” 


The defendant insists that the question of the issuance of the 
injunction should be left for final hearing and not determined upon 
a motion for a preliminary injunction. But the question which 
this case raises is simply one of law. There are no controverted 
questions of fact and, therefore, the issue may be determined upon 
preliminary injunction. 


The order appealed from must be modified and the injunction 
granted as prayed in the complaint. 


Evans v. SHOCKLEY 
(209 Pac. Rep. 42) 


Supreme Court, State of California 
August 31, 1922 


Trape-Marks AND Trape-Names—‘Mary Exvizasetu Tea Room”’—Ricur To 
A Trape-Mark Unoper State Stature. 

The rights acquired under Sections 3197 and 3199 of the Political 

Code of California, which provides that the one who has first adopted 

and used a trade-mark, whether within or without the State, is its 


original owner, are property rights and may be protected from inva- 
sion by injunction. 


In equity. From an order granting an injunction pendente 











EVANS V. SHOCKLEY 425 


lite, defendant appeals. Affirmed in the District Court of Appeal, 
and hearing denied in the Supreme Court. 


Charles C. Boynton, of San Francisco, Calif., for appellant. 
Grove L. Johnson, of Sacramento, Calif., and Hiram W. John- 


son, Jr., of San Francisco, Calif., for respondents. 


Knicut, Justice pro tem: This is an appeal by defendant, 
Laura M. Shockley, from an order awarding plaintiffs an injunction 
pendente lite, restraining defendant from using upon any place of 
business conducted by her, or in which she might be interested, 
and in any advertising, or printed, written, or painted matter, or 
in any linen, table coverings, napkins, or silverware, the name 
“Mary Elizabeth,’ or “Mary Elizabeth’s,” or “Mary Elizabeth 
of San Francisco,” or any colorable simulation thereof. The appli- 
cation for said injunction was heard and determined upon the 
allegations of the verified complaint and upon certain affidavits 
filed on behalf of the respective parties. 

From the record presented on said application the following 
facts appear: About the year 1897, in the city of Syracuse, State 
of New York, one of the plaintiffs, Mary Elizabeth E. Sharpe 
(formerly Mary Elizabeth Evans), who was then thirteen years 
of age, began making and selling candies to her friends, which 
soon became known about that city as ‘““Mary Elizabeth’s” candies. 
Because of its good quality the candy soon came into much demand, 
and in the year 1900 a copartnership was formed between the 
maker of said candies and the other plaintiffs herein, and a place 
of business was opened in said city of Syracuse. The business 
rapidly developed, and during the next few years tea rooms were 
opened and operated under the name “Mary Elizabeth’s” in New 
York City, Boston, Syracuse, Newport, R. I., and in the city of 
Hamilton, Island of Bermuda, all of which, except the one in Ber- 
muda, were going concerns at the time of the commencement of 
this action. As a part of that business, confections and pastries 
of different kinds were made and sold under the name “Mary Eliza- 
beth’s,” shipments of said products were made to various parts 
of the country, including California, and plaintiffs claim that said 
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tea rooms and products have acquired a wide reputation in this 
country and abroad, and that resulting therefrom a business of 
great value, alleged by plaintiffs to be worth $500,000, has been 
established under the name “Mary Elizabeth’s.” Under the terms 
of the lease, plaintiffs allege that they pay a rental of $40,000 per 
year for the New York tea room. 

In 1914 plaintiffs trade-marked the name “Mary Elizabeth's” 
in the United States Patent Office, Washington, D. C., for candies, 
chocolates, jellies, marmalades, preserves, etc., the same being 
affixed to these goods with printed labels, etc. In the year 1917 
one William E. Harris and wife opened a tea room in Los Angeles 
under the trade-name “Mary Elizabeth Tea Room,” and filed with 
the secretary of state of this state, in accordance with Section 
3197 of the Political Code, their trade-name “The Mary Elizabeth 
Tea Room.” Thereafter, upon the objection of these plaintiffs 
to the use of said name by said Harris and wife, the latter ceased 
doing business under said trade-name, and assigned said trade- 
name and the right to exclusive use thereof to the plaintiffs. On 
May 9, 1921, the defendant, Laura M. Shockley, and a partner 
(who retired from the firm prior to the commencement of this 
action) opened a tea room at No. 445 Powell Street, San Francisco, 
near the St. Francis Hotel, under the name of “Mary Elizabeth 
of San Francisco,” and all of the linen used therein was marked 
and the silver was engraved “Mary Elizabeth.” All advertising 
matter also bore said trade-name. 

It appears from the evidence offered that, because of the use 
of said trade-name, customers, particularly tourists, would occa- 
sionally, from day to day, call at said tea room so conducted by 
defendant, and make inquiries as to whether defendant had on 
sale the products of the plaintiffs, and that, when reply was made 
in the negative, several inquirers highly praised plaintiffs’ products 
and advised defendant to secure the agency, which she endeavored 
to do, but received no reply to her letter. According to plaintiffs’ 
evidence, as soon as plaintiffs learned of the defendant’s appropria- 
tion of said trade-name they protested, because, it was claimed, 


the use thereof was a source of confusion to the public and an 
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injury to plaintiffs’ business. On June 28, 1921, defendant filed 
with the county clerk of the city and county of San Francisco, and 
thereafter published in a newspaper, a certificate announcing that 
defendant was doing business under the fictitious name of “Mary 
Elizabeth of San Francisco” at No. 445 Powell Street. 

There is a dispute as to the reason why defendant adopted 
said trade-name, but in this respect defendant admits that she had 
visited plaintiffs’ place of business in New York City and “‘was 
agreeably impressed therewith.” 


After plaintiffs had objected to 
the use of such trade-name by defendant, negotiations were had 
between the parties for a settlement of their dispute, and defendant 
finally agreed to accept from plaintiffs $250 to partly cover the 


expenditure she had been put to in advertising and buying equip- 


ment, but plaintiffs declined to pay any greater sum than $100. 


This action was thereupon commenced. There are, of course, many 


other facts stated by the affidavits and the verified complaint, but 
we think the foregoing statement is sufficient for the purposes of 
considering the law points involved. 


We are of the opinion that under the express statutory law 
of this state the lower court was justified, in view of the facts pre- 
sented, in granting the preliminary injunction. The evidence 
shows without dispute that at the time of the commencement of 
the action plaintiffs were the exclusive owners of said trade-name 
by reason, first, of the issuance of said certificate of registration 
by the federal government; and, secondly, by the recordation of 
said trade-name with the secretary of state in this state and the 
subsequent assignment thereof to plaintiffs. 


Sections 3199 and 3197 of the Political Code provide: 


“Sec. 3199. Any person who has first adopted and used a trade-mark 
or name, whether within or beyond the limits of this state, is its original 
owner. Such ownership may be transferred in the same manner as per- 
sonal property, and is entitled to the same protection by suits at law; and 
any court of competent jurisdiction may restrain, by injunction, any use 
of trade-marks or names in violation of this chapter.” 

“Sec. 3197. Any person may record any trade-mark or name by filing 
with the secretary of state his claim to the same, and a copy or description 
of such trade-mark or name, with his affidavit attached thereto, certified to 
by any officer authorized to take acknowledgments of conveyances, setting 
forth that he (or the firm or corporation of which he is a member) is the 
exclusive owner, or agent of the owner of such trade-mark or name.” 
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These provisions seem to be clear and unambiguous. By 
them it is provided that ownership of a trade-name may be ac- 
quired either by a prior adoption within or without the state, or by 
registering such name with the secretary of state. Here plaintiffs 
have done both. The statute also expressly provides that such 
ownership may be transferred. The rights thus acquired under 
the statute are property rights and may be protected by injunction 
from invasion. Spieker v. Lash, 102 Cal. 38, 36 Pac. 362; Italian 
Swiss Colony v. I. Vineyard Co., 158 Cal. 252, 110 Pac. 918, 32 
L. R. A. (N. S.) 439. 

Appellant’s principal contention on this branch of the case is 
that the acquisition by plaintiffs of the name “Mary Elizabeth 
Tea Room” conveyed nothing, as the right to an exclusive use of 
a name is postulated on the user of the name in connection with 
some business, and that since plaintiffs did not purchase the business 
from Harris and wife, nor continue its use, but only purchased the 
name, that plaintiffs are not entitled to the relief sought. We do 
not understand that such is the law. It should be borne in mind 
that in this particular phase of the case we are not dealing with 
the question of “unfair competition,’ but with property rights. 
If plaintiffs were seeking the injunction upon the single theory that 
it was a case of unfair competition, appellant’s point might be 
well taken. 

There is nothing in the Code sections above quoted, we think, 
to justify appellant’s contention in this respect, and certainly we 
are not allowed to enlarge upon the provisions of the statute. The 
principle that an assignee of a trade-name, who does not purchase 
or continue the business, may be protected by an injunction under 
the provisions of said Code sections above quoted, seems to be 
recognized in Spieker v. Lash, supra. 

Appellant’s final contention, to the effect that plaintiffs have 
no right to an injunction, because it does not appear that they 
have suffered irreparable injury or damage, is also, we think, with- 
out merit. Dealing with the question as we have, from the stand- 
point of the invasion of property rights, it was a proper case for 
injunction. Regis v. Jaynes, 185 Mass. 458, 70 N. E. 480, cited 
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with approval in Modesto Creamery v. Stanislaus Co., 168 Cal. 289, 
142 Pac. 845 [4 T. M. Rep. 434]. Holding, as we do, that the 
preliminary injunction was properly issued, under the theory that 
plaintiffs’ property rights have been invaded it is unnecessary to 
discuss the question of “unfair competition.” 

The order appealed from is affirmed. 


We concur: Tyter, P. J.; Kerrigan, J. 


OPINION OF SUPREME COURT DENYING HEARING 


Per Curtam. The application for an order that the above- 
entitled cause be heard and determined by this court after judgment 
by the District Court of Appeal is denied. In so doing we do 
not at this time either approve or disapprove that portion of the 


opinion which holds that a registered trade-mark or trade-name 


can be lawfully transferred so as to separate it from the business 


or commodity to which it pertains. That holding was not necessary 


to the decision, because the order appealed from is sufficiently sup- 
ported by the showing made in the court in support of the claim of 
unfair competition. 


Lennon, Waste, Lawtor, JJ., and Myers, Justice pro tem, 
concur. 


HorrMaNN-La Rocue CuemicaLt Works, INc. 
& Co., Inc. 
(281 Fed. Rep. 923) 


M orGANSTERN 


United States Circuit Court of Appeals, Second Circuit 
May 29, 1922 


Trape-Marxs—Actions—,J urispictioN—Drversity oF CIrizeNsHIP. 

Under Judicial Code, § 24(7), the District Court’s jurisdiction of 
actions brought under trade-mark laws is not dependent on diversity 
of citizenship. 

Trape-Marks anp Trape-Names—Uwnrair Competition—Deceivine Laser— 

INFRINGEMENT. 

Where a foreign concern registered its trade-mark in the United 
States Patent Office, and sold its product under such trade-mark in 
the United States, and thereafter assigned its right to such trade- 
mark and the right to sell its product under such name in the United 
States to the plaintiff, and where the latter thereafter manufactured 
such product in the United States and sold it therein under such trade- 
mark, the plaintiff was entitled to an injunction restraining the de- 
fendant from selling in this country under such trade-mark a similar 
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preparation manufactured in another country by a concern other than 
the plaintiff's assignor, without indicating that such product is of 
foreign manufacture and not the product of plaintiff. The sale of 
such product by the defendant constitutes an infringement of plain- 
tiff’s trade-mark. 


TrapeE-Marks AND %‘TrapE-NaAmMes— Unrarr CoMPETITION — “UNCLEAN 
Hanps.” 


A concern engaged in deceiving the public will not be granted an 
injunction restraining another concern from impairing its trade-mark, 
not being entitled to relief under the doctrine of “unclean hands.” 

In equity. Suit for infringement of trade-mark. Judgment 
for defendant, and plaintiff appeals. Reversed. 


Hans v. Briesen and Fred A. Klein, both of New York City, 
for appellant. 

Dunn, Goodlett, Massie & Scott, of New York City (Clifford 
E. Dunn, C. A. L. Massie and John M. Cole, all of New 
York City, of counsel), for appellee. 


Before Rocers, Manton, and Mayer, Circuit Judges. 


Rogers, Circuit Judge: This case arises under the trade-mark 
laws of the United States, and is brought for an infringement of 
the plaintiff's rights in its trade-mark. The court below denied 
the plaintiff's motion for a preliminary injunction. 

Both parties to this litigation are citizens of the State of New 
York, but jurisdiction of the subject-matter of this suit is not 
dependent on diversity of citizenship. Under Judicial Code, § 24 
(7), being Comp. St. § 991, the District Courts have jurisdiction 
of all suits under the trade-mark laws. 

In June, 1904, the firm of F. Hoffmann-La Roche & Co., of 
Basle, Switzerland, adopted as a trade-mark for a certain prepara- 
tion for treating diseases of the heart the term “Digalen,” and 
in the same month it commenced the sale of such preparation in 
the markets of the United States, and marked all containers wherein 
the said preparation was contained with the trade-mark “Digalen.”’ 
It sold its product under this name also throughout England, France 
and the German Empire. This product of the Swiss firm attained 
a very wide sale and was recognized as superior to other similar 
preparations on the market. On October 25, 1904, it registered 
its said trade-mark in the United States Patent Office, and a trade- 
mark certificate No. 43,593 was issued to it on the said date. 
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On May 25, 1910, the aforesaid firm by an instrument in 
writing sold and assigned to the Hoffmann-La Roche Chemical 
Works, a corporation organized under the laws of the State of 
New York and the plaintiff herein, its entire right, title, and in- 
terest in and to the said trade-mark “Digalen” and to the said 
trade-mark registration therefor and the good-will appertaining 
thereto, which instrument was recorded in the United States Patent 
Office on May 26, 1910. Thereafter the plaintiff carried on the 
business in the United States, which previously had been carried 
on by the firm of F. Hoffmann-La Roche & Co., and continued to 
sell the aforesaid preparation in the same manner as it had been 
previously carried on by the firm of F. Hoffmann-La Roche. 

The product which is alleged to infringe, and which is sold 
by the defendant under the name “Digalen,” is not manufactured 
or compounded by it, but is a foreign product. It is not, however, 
made by the plaintiff’s assignor, the Swiss firm of F. Hoffmann- 
La Roche & Co., but it is made in Germany by the Chemische 
Werke Grenzach Aktiengesellschaft. The German concern was 
founded in 1916, during the war, as a German company, by a 
German syndicate controlled by the Disconto-Gesellschaft. Its 
own publications show that it is an independent enterprise and 
a competitor of the Swiss firm of F. Hoffmann-La Roche & Co. 

The fact that the Swiss firm of F. Hoffmann-La Roche & Co. 
owned and operated a plant at Grenzach, Germany, and there 
manufactured “Digalen,” and in 1916 sold its plant to the German 
corporation, transferring to it its entire German business, including 
physical assets, patents, trade-marks, and good-will “in so far 
as the Empire of Germany was concerned,” and that the infringing 
product was thereafter manufactured by this new German cor- 
poration, does not appear to us to be of controlling significance 
in the present case. The fact remains that the product which the 
defendant bought and imported into the United States was not 
manufactured by the Swiss firm, and does not, upon the label at- 
tached, purport to be the genuine product of that firm; neither is 
there anything upon it which informs the public that its manu- 
facturer is even the successor of that firm. Whatever the rights 
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of the German manufacturer in Germany may be as between it and 
the Swiss firm, whatever the rights resulting from the contract may 
be as between the parties to it in Germany, one who purchases 
from the German manufacturer is not thereby enabled to bring 
into the markets of the United States a product which the label 
shows is manufactured by the German manufacturer and have it 
accorded exactly the same recognition which we might feel com- 
pelled to accord it if it had been manufactured by the Swiss firm 
originally entitled to the use of the trade-mark affixed thereto. 

The infringing product was brought by the defendant in the 
open market in Germany, from a jobber, and was imported by the 
defendant into this country and sold in the same condition and with 
the same label as when put up and sold by the German manufac- 
turer. The label on the German product has conspicuously printed 
upon it the trade-mark name “Digalen.”” At the bottom of the label 
appear in much smaller type the words “Chemische Werke Gren- 
zach A. G. Grenzach (Baden).’’ While the plaintiff's bottle has 
similarly placed upon it the trade-mark “Digalen,’ and at the 
bottom the words “The Hoffmann-La Roche Chemical Works, New 
York.”’ 
The plaintiff’s bottle has on the label the words “Alcohol 
744% —1Ce (16 min.) contains 0.3 mgr. Digitoxinum soluble 
Cloetta.” The defendant’s bottle has on the label “Digitoxinum 
soluble Cloetta.”’ 

The plaintiff's bottle has on it the following: 


“Dosace: Dose per os. 8 to 32 minims three times a day. If injected 
intravenously powerful results may be obtained with a dose of 15 mms. in 
from 2 to 5 minutes. Only in exceptional cases will it be necessary to 
repeat this dose after one or two hours.” 

The defendant’s bottle contains no reference to dosage. 

Digalen, it appears, is a medicinal preparation which is pre- 
scribed by physicians for the treatment of heart disease, and it is 
used so generally that in one of the affidavits submitted to the court 
below it is said that “it is used in practically every hospital in this 
country and in the government services.”” It is used as an heroic 


measure in extreme cases of heart failure, and in such cases is gener- 


ally injected intravenously. A remedy so used must be pure, sterile, 
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and prepared with the greatest care and precaution. It is a poison, 
and should be administered according to standard dosage, which 
dosage the plaintiff has always printed on its containers or bottles. 
The physician regulates the amount of Digalen that is to be admin- 
istered to the patient according to his knowledge of the patient’s 
condition, but the minimum and maximum dosage recommended by 
the plaintiff on its labels are relied upon by physicians in giving 
the prescription. 


Digalen in the United States means one thing—the plaintiff's 


product. A product made in Germany, which is brought into this 
country and sold under the trade-mark of the plaintiff, which de- 


ceives the public, and is sold here because of the established reputa- 


tion of the plaintiff's product, is an infringement of the plaintiff's 
trade-mark. 


The court below was presented with the affidavit of a chemist 
who for the past twenty-five years had been employed in that 
capacity by one of the largest wholesale drug houses in the United 
States, and who had graduated at one of the English colleges and 
was a member of the Pharmaceutical Society of Great Britain, as 
well as of the American Pharmaceutical Association and of various 


other chemical and pharmaceutical societies. His statement was: 


“Our concern has been handling Digalen for more than 10 years sup- 
plying it to druggists on their orders. The term ‘Digalen’ has been, as 
long as I am familiar with the preparation, known and recognized as the 
trade-mark of the Hoffmann-La Roche Chemical Works and all orders for 
Digalen are filled with the preparation put up by the Hoffmann-La Roche 
Chemical Works. * * * Digalen has an exceedingly good reputation as a 
carefully and skillfully prepared preparation, and the trade and druggists 
and physicians generally know that the skill and reputation of the Hoff- 
mann-La Roche Chemical Works stand behind it. In filling orders for 
Digalen we only know and recognize the Hoffmann-La Roche Chemical 
Works as the manufacturer of the preparation, and we rely upon their 
reputation for its purity and effectiveness.” 


He was shown the defendant’s package, which is alleged to 


infringe, and his statement as to it was: 


“The appearance of packages like said ‘Exhibit E’ on the market would 
lead the trade, physicians and druggists, in my opinion to believe that the 
preparation contained in the vial was the output of the Hoffmann-La Roche 
Chemical Works inasmuch as Digalen is recognized as the trade-mark of the 
Hoffmann-La Roche Chemical Works.” 
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And in an affidavit by one who is a Doctor of Science of the 
University of Edinburgh in the Department of Chemistry, and 
who has devoted his life to analytical and manufacturing chemistry 
with particular reference to pharmaceutical products, it is said 
that— 


“Digalen in the United States has but one meaning, to wit, a product 
marketed by this plaintiff, and this has been the situation ever since 1910.” 

The year referred to is, as we have seen, the year of the assign- 
ment of the trade-mark by F. Hoffmann-La Roche & Co., of Switzer- 
land, to the plaintiff, which trade-mark had been registered in the 
United States Patent Office in 1904, when a trade-mark certificate 
was duly issued. 

It is quite clear that the defendant could not compound his 
preparation in the United States and put upon it his label “Digalen’”’ 
without infringing the plaintiff's rights; and if defendant com- 
pounded his preparation in Germany, and placed the same trade- 
mark on his product, it is equally clear that he would infringe, 
if he undertook to sell it in this country, or in any market else- 
where in which the plaintiff's product had previously become known 
and identified by the use of the mark. Hanover Milling Co. v. 
Metcalf, 240 U. S. 403, 416, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 
T. M. Rep. 149]. Is it less of an infringement because the de- 
fendant bought the product in Germany of a German manufacturer, 
who commenced to manufacture it in that country in 1916, and 
placed the same mark upon it, and then brought it to this country, 
where he put it upon the market in competition with the plaintiff’s 
product? 

The court below, in denying the motion for the injunction, 
which the plaintiff herein seeks, and in vacating the restraining 
order which had been granted, stated that he was controlled by 
the decision of this court in Bourjois v. Katzel, 275 Fed. 539 
[11 T. M. Rep. 211°]. In that case this court decided that the 
importation and sale in the United States of an article made in 
a foreign country, bearing the trade-mark under which it is known 
and sold in the country where made, and also in this country, is 


not an infringement of the American trade-mark on the same im- 
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ported article, though that is owned by a competitor. The plaintiff 
in that case was a New York corporation, and had bought the 
entire business then being carried on in the United States by 
A. Bourjois & Cie., E. Wertheimer & Cie., Successeurs of France, 
and any and all trade-marks and trade-mark rights relating thereto 
in the United States, and also the sole and exclusive right to manu- 
facture and sell in the United States any and all toilet preparations 
then or theretofore made by the French concern. The defendant 
thereafter bought abroad genuine boxes or packages of face powder 
put up by the French firm, brought it to this country, and resold 
it here in the foreign producer's package, which bore a trade-mark 
substantially identical with the United States trade-mark. In that 
case this court, overruling the court below, held that this did not 
involve infringement of the American trade-mark. The court said: 


“The analogy between patents and trade-marks is not complete. A 
patent gives the patentee a monopoly to make, sell and use, and grant to 
others the right to make, sell, and use the subject patented in the United 
States for the term of the patent. Hence articles lawfully made, used, 
and sold in foreign countries cannot be sold in this country if they infringe 
the patent. Trade-marks, on the other hand, are intended to show without 
any time limit the origin of the goods they mark, so that the owner and 
the public may be protected against the sale of one man’s goods as the 
goods of another man. If the goods sold are the genuine goods covered by 
the trade-mark, the rights of the owner of the trade-mark are not in- 
fringed.” 


The doctrine thus announced established the law for this circuit 
and is binding upon us in a like case, unless we overrule it. That 
case is now before the Supreme Court upon a writ of certiorari. 
There is no good reason, therefore, why this court should undertake 
to review the doctrine which this court announced in that case. 
Moreover, a deliberate decision of this court is not ordinarily to 
be reconsidered because of changes in the membership of the court. 
We fully agree with the statement of Judge Cooley in McCutcheon 
v. Common Council of Homer, 43 Mich. 483, 5 N. W. 668, 38 Am. 
Rep. 212, that it would be mischievous in a high decree to permit 
the reopening of controversies every time a new judge takes his 
place in the court, thereby encouraging speculation as to the effect 
of such changes upon principles previously announced. 

We are, however, not inclined to extend the doctrine of Bour- 
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jois v. Katzel so as to make it applicable to the facts now before 
the court. We think that the present case is distinguishable from 
Bourjois v. Katzel, supra. In that case the powder which the 
plaintiff sold in the United States was bought from the manufac- 
turer in France, and was sold in this country as the product of 
the French manufacturer. The goods of the plaintiff in that case 
emanated from the same source, were manufactured by the same 
concern, and were announced by the American trade-mark pro- 
prietor as being the actual product manufactured by the European 
house and sold by the European manufacturer in European markets 
under the same trade-mark. 

In the case now before the court the plaintiff's product is 
compounded, not in France, but in the United States, and it is sold 
under a label which does not indicate or suggest in any way that 
the product is of foreign manufacture, or of any other manufacture 
than that of the plaintiff, and the product has acquired a reputa- 
tion on the American market as the product of the plaintiff. In 
Bourjois v. Katzel the goods which the plaintiff sold had not ac- 
quired any reputation on the American market as the product of 
the plaintiff. Its sole reputation was that of the foreign manufac- 
turer, from which manufacturer both the plaintiff's goods and the 
defendant’s goods alike emanated. The two cases are very different 
in their facts, and Bourjois v. Katzel is without application to 
the present case. Digalen is an American product. It has a rep- 
utation of its own in the markets of the United States. 

The defendant seeks to prevent the issuance of an injunction 
by asserting that the plaintiff is not entitled to relief because its 
hands are unclean. If the plaintiff's hands are unclean, and it 
is engaged in deceiving the public, it would not be entitled to invoke 
the aid of a court of equity in its favor. But the defense of unclean 
hands is not made out. 

We know of no reason why the trade-mark which the plaintiff 
registered under the acts of Congress should not be given the full 
protection for which the plaintiff asks. 

The order is reversed. 
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